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Abstract · } fi 
In an employment contract, the employee offers his !aboi•ir· 1~ exc mnge or wage~ from 
the employer. In the course of the employment, !he emplo)e, Iii duty-b~imd to ~rowde the 
employee with tools and necessarily impleme111s as we/~ as a condu~t':e em,,'.·onment to 
work. During the subsistence of the contract. or immediately after, 11 is possible for 1he 
employee who has conceived an idea to birth an invention. Where tins .happens, the issue 
of i11te/lectuol property right arises. Between the employer and the mvemor-employee, 
who is the owner of.wch an invenlion? Where the emp/oymenl contract makes provision 
for ownership, the issue is se11/ed as pact a sunt servant/a prevails howeve,•, if it is sile111, 
the quagmire is hary Would ii make any difference if the invention is a product of the 
employee's spare time or made J,-0111 malerials personally sourced by the employee? This 
paper adopts doctrinal research methodology in examining these issues by inlerroga1i11g 
the common law and statuto,y position on the subject ft examines ownership be11ree11 an 
independent contractor and the person who conrracted the 11101 k resulting to the 
invenlion. It found tht,t the common lm11 position protects capital against labour while 
the statutes lay down genera_! rules to regulate such inventive endeavours. The paper 
through recommendations, suggest an equitable meeting point on the issue of ownership 
of inl'ention as between the employer and the employee invented during or immediately 
afler the determination of the employment contract 
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Introduction 
In an employment contrac1, the employer usually employs the employee who in 
exchan&ed for a~ced . wages, offers. his labour or services to the employer.1Tbi~ 
cmploym~nl relationship. creates reciprocal rights and duties between the parties.' 
Customartly, the employer has the duty of providing the employee with all necessary 
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tools and in~plements for the perfonnance of his/her job.3 While the employee on the 
other hand is expected to use the tools and implements to Lhe highest benefit of the 
employer, is mi~er a duty of fidelity not to benefit at lbe expense of the employer.4 

During the subststenee of the employment contract, the employee is expected 10 deploy 
his skill, knowledge and expe1tise to the benefit of the employer who has so engaged 
him/her.5 The employee, no mauer how engaged, cannot be sequestrated from the benefit 
of having "spare lime" which be can used for productive ventures. When an employer 
hires an employee, it docs so with the intention that the employee will advance its socio­
economic fortunes while also actively seeking bis own economic and career progress.6 

In the course of the employment or immediately after, it is possible for the employee 10 

make a discovery or an invention which is pecuniary beneficial. Where this happens, 
se\'eral legal issues bothering on intellectual property emerges. Foremost is, the issue of 
o,\11ership of such a discovery or invention as between the employer and the employee.7 

Where the cmploymem contract clc.arly makes provision for the ownership of such 
discovery or invention, the issue is regarded as settled because the agreement between 
them prevails on the principle of pac1a sun/ serl'Cmclc,. 8 I lowever, if the contract is silent 
on it, it becomes controversial as both parties may seek to assert their right to ownership. 
Would lhe fact the discover)' or invention was made from materials solely provided by 
the employee using his spare time vest the ownership in him? If such an invention is not 
connected to the work engagement of the employer, would this not vest the ownership in 
the employee? I low can balance be created between the comending interests of labour 
and capital? To what extent should the remuneration of the e1~1ployee be countena~ce in 
deciding ownership of an invention by the employee m the course of his/her 
employment? These issues form the crux of this article. 

This article is divided into five sections. Section one contains the general introdu~tion. 
Section two contains a succinct discussion on the subject of intellectual property r~ghts. 
Section three discusses on a comparative basis the various rul~ on. ownersh1_p of 
intellectual property arising from the course of employment Secuon lour contams a 
d. · f h' · tellectual pro1,crty in relation to an independent contractor 1scuss1on o owners 1p m . 
while section live contains the conclusion md recommendaltons. 
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. ho is first to Ii le for patent wheth 
contrary to pubhc policy or moruhty. The person w . • er 

he1shc is thi: tnn~ inventor or not, 1s the one the patent is veSled 10 

Th · I e's mventl\·e capability could be 
us. 10 the course of cmploymont, an emp oye 

C°\plicatt.-J and protected through any of these mediums. 

2. Ownership or Employee Invent ion at Com mo~ Lnw . 

This section of the paper analyses the ownership of an mvcnuon by an employ~e ~urmg 

the course of his employment. h 1s appos11e 10 note that the common law P~tnc1ple of 

C<'pyright ownership, is that the creator of the product of intellectual labour _is the first 

0\\11ers of the property rights subsisting in the work.25 There could be no ass1gn~en1_ or 

n.~1gnor of this nght except ";th the consent of the own~r. a court or~er or leg1sla1tve 

intcl"\ention.26 This position is in tandem with the prov1s1ons of section 9 (I) of the 

Copyright Act27 which recognises the author's first ownership of his work. 

The ownership of the employee's invention at common law is approached from various 

angles. GcncraJly, at common law. the employee's invention belongs to the employcr.23ln 

British Syphon Co> Ltd i Homewanl9 the defendant was employed by the plaintiffs as 

their chief technician to advise them on all technical matters relating to their business, 

\\ilich included the manufacture of soda water syphons. I le was in charge of design and 

dc\clopment until 3rd da} of May 1955. From that period up until 30th September 1955, 

he was employed in a different capacity. Before 3'J May 1955, the defendant designed 

and formed the intention of applying for tellers of patent relating to an improved fonn of 

soda water syphon On 30'hAugust 1955, he applied for letter of patent in relation to the 

in\ention. The plaintiffs claimed an order that the defendant should assign his interest to 

them 

The CoW1 held lhat the defendant was liable to transfer the patent to the plaintiffs 

because doing so \\as not inconsistent with good faith as between master and servant and 

it Y.ould be agains1 reasonable expectations to a!IO\\. the defendant 10 make an in"enuon 

in relations 10 a mallcr pertaming to his employer's business and to dispose ofit as he/she 

deems lit Such an t:mployec has a duty not to put himself 1n a position in which he 

would have personal reasons for not giving to the employer the best possible adnce and 

services. In coming 10 this conclusion, Roxburgh J posed the question that: 

Would ii be consistent wit~ ,.i, oO<l_ fanh. as between master and servant, that he 

should ue e11111le<l 10 make 111ver11ron 111 relation to a mntler concerning n part of 

:,~~ l>atud lnv<Jtl11<t11,1111, < nmputu /.1ru 111 hiJrr1u l.llgo,, lnl.,Spnc Ventu,c, l.td , 20IS, I' 

"Copynglu Ac1 Cap L'U l ,fN lO<M • 
"'Br,tu/1 C~faMJt' v Monc-r/rff(l8IB1 < h $M 
n(l?56)2Allf.R 19 
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tin· plnintitrs husincss nnd ... keep ii rrom his employer, if and when asked about 
1h1, pn,l)km'1 ~ 

nu, Mcisil,t1 l'\phcn1cs the elastic nature of the employee's duty of fidelity and faithful 
,tf' 1cc 1c, lus l'lllploycr. Th1s duty enjoins the employee to use his best of skill an~ 
kfl{"' ll-dgc: ll' promote and safe guard the socio-economic interest of his employer. 3 

p, rt1rul,1Ily smcc the invention fonned part of the employee's contractual obligation. In 
Br fl\h RL'inJorced Concrete Co. Ltd. v. Lind1' the defendant was employed by the 
Plsmtiff fo their dra':'ng office to workout designs and calculations for tenders for 
"1?l''rting roofs of mine. While doing this, he worked out a method more satisfactory 
thln that used b) his employers. With fu l I knowledge of his employers, he obtained a 
p:i1ent 10 \\l11ch his employers laid claim. Eve J. held that as the Defendant was employed 
10 ,,ork out solution to this problem, he was bound to produce the best solution of which 
hc was capable. Thus, the patent belongs to the employer. 

It 1s contended that the duty of fidel ity placed on the employee to disclose information 
lhat comes to his or her knowledge in the course of the employment, once carried out, 
~'-: ..ld exculpate the employee of any wrongdoing. In the instant case, the court did not 
.;._':1s1dcr the fact that the application for the patent was done with the knowledge of the 
.: .... ;<t1~er who could have stopped it but fold its arms and wait for it to be granted then 
contest it subsequently. The court seems to be taking the position that once the invention 
is connected 10 the employer's work, knowledge of the fact of the invention and steps 
U!ken by the employee to retain the ownership, is immaterial. If the employer lias acted in 
a way that is suggestive of his bequeathed of the invention to the employee, having been 
infomJed of same, an action seeking to transfer whether the patent or copyright to him is 
malofide and therefore, should not be countenanced. 

In deciding whether the invention formed part of the employee's contractual obligation 
so as to vest its ownership in the employer, recourse must be had to the status of the 
pmicular employee, whether he is a specialist in the concerned field expected to engage 
m such an activity capable of resulting in the invention in issue.32 Thus, for the invention 
to belong to the employer, it must be of a nature that it is akin to the employer's work, 

'here it is incidental. the fact that the employee used the time and material of the 
employer m birthing ii will not vest its ownership in the employer as it is not an expected 
out.come of the employer's work.33 

~ ~Ctflaryr,f !i1U1, Ju, l:mplc,>,111e111 ,, AS t. /:' J, (No. 2) ( 1972) 2 Q.13. •ISS, 
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. k · any newspaper, magazine or similar 
copyright relates to the publication of the wor 

10 
h rpose of its been so publish d 

periodicals; or 10 the reproduction of the work for 
I 

e ~u of the copyright in the work e40' 

but in nil other respects, the author shti.11 be the first owner • 

TI f th b 
• 

1 
d r the Act ownership of an invention is ves1ed in 

1e summnry o e a ove 1s I iat, un e . ' · an em loyee and it arose r 
1he statutory inventor.41 However, where 1he uwentor is d . Ph 1 ·r . rom 
the course of his employment, the ownership is vest~ 10 1 

e_ e;p oyer, ~z 
1
1 1s a 

· · d k 
1
1 commi·ss1·onDr as· opposed to the inventor, 1s e ovmer. 

comm1ss1one wor , 1e ~ 

4. lndcpendcnt Contractor and Ownership ~f lnve~tion . 
For the posi1ion under common law to be applicable, it must be established that a 
contract of service subsists between the parties. Independent contract works under a 
contract for service and therefore, not subject to th~ control of the ~irer/employer. \Vhcrc 
an invention is made during work, for its ownership to be dctenmned, the nature of ihe 
work relationship mus1 first and foremosl, be ascertained. The importance of this cannot 
be overemphasised The irnponance of this distinction was established in University of 
London Press Lid. v. Uni1•ersi1y Tutorial Press Lui 41in this case, two visiting lecturers 
decided 10 get their books published. They used examination questions and models 
answers they bad set while working part-time with the plaintiff university to convey their 
points. The plaintiff felt they were under contract of service and as such, works made 
during the course of their engagement, belonged to it. The court discountenanced the 
~laintiff's action asserting ownership of the defendants published book using material 
~de in the course of ,~o:king ror it. Bec~use of its importance in illuminating the issue 
being discussed, the pos1t1on of the Court 1s reproduced in extenso hereunder. 

The n:ieaning of ~he words ·contract of service' has been considered on several 
occas1ons, and '! _has been found difficult. if no1 impossible, to frame a 
sausfactory defin111on for 1hem. In Simmons v. Health Laundry Co · 

I 
· h I f . supra, m 

w 11c. L 1e meaning o these words in the Workmen's Compensation Act 1906 
was discussed, Fletcher Moult~n U pointed out that a contrac1 of service ,~as no; 
the same thmg as a co11trnc1 ol service and the existence of d. t I b I 

I I 
. •- • 1rect con ro y t 1e 

emp oyer, t 1e degree of mdependencc on the pnrt of th h , · . I I • e person w o renders 
,crv1ccs, I 1e pace where 1he service is rendered are illl . 
m dc1crn11nmg whether there is n contract of se~ice As ~atters to be_ co~s1der~d 
the ,amc case a conlract of 

5
.. • • 1 · uckley LJ 111d1cated m · ~rvicc mvo ves the ex· 1 f 

illlfJOM\ 1ha1 there exisls in the person scrv· . · 
15 

ence o a servan1, and 
1hc pcr~on served. A servant is a pc mlg aln obligation to obey the orders of 

rson w 10 s sub1ec1 to th d r 1 • 
111,1,11:r n\ 10 the mnnncr in wliicl I h 11 . J e comman o us ' ie s a do his wo k A . 
employed b) 11 comf)any at ,1 fixed 111111 1 • I . r · person who 1s __ ua 5'1 a,y to SUpply wcekl} a11lcles for a 

11
/b/i/ '>clliun 9 tl) C:op)nghl /\ti <"llp rzg II N lOO I 
AJml/11 lcnttrpn,c, /.ul v 1141111111 lm/111/r/r, 11 I & 0 

::(~~:;)" tc"h•11

6
rr
0
,r
1
1 I.id • /\IKtr Shof1 Alt1nuj,;r:ur1un ;:,, l;_~~li't~!:i~•~~(tRI (8P36) 22 
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periodical is _not a servant within section 209 of the Companies Consolidation 
Act. 19os. ·. · Ill thc present case the examiner was employed to prepare the paper 
on the s~ib.1ects in respect of which he was appointed examiner. He had to set 
1:nrcrs_ 1,0 r September 1915 and January and June t 916, and his duty also 
compt1Scd thc perusal of the student's answers. and the consideration of the mark 
to he il\\ ardc_d to the answers or this, he was to be paid a lump sum. He was free 
tt) 1m~1,nrc lus qucst1·0 t I · · d b the . · ns a 11s convenience so long as they were rea Y Y 
111n: appointed fo1: the examination, and it was left to his skill and judgment to 
~cci<lc, ,~t~at ~ues_tion at hi~ convenience so long as they were ready by the time 
tor tl'.c examination, and tt was left to his skill and judgment to decide what 
quest ions should be asked, having regard to the syllabus, he book work, and the 
~tandard 0 : ~no~vledge to be expected at the matriculation examination ... in my 
Judgment, it is impossible to say that the examiner in such circumstances can be 
appropriately described as the servant of the University. or that he prepared these 
papers under a contract of service.'1·1 

The above decision laid too much emphasis on the presence of "control" which was espoused 
b) Bramwell L.J. in Yewen v. Noakes"5 and adopted by the Nigerian Court per Streatfield J in 
Do/a v. John

46
to the effect that "who has the right at the moment to control the manner of the 

execution of the acts of the servant''47 The degree of control may vary with the nature of the 
dut) or duties involved. The test is only useful in relation to simple relationship where the 
master is deemed to be in possession of superior knowledge and skill and can therefore, 
dictate the manner in which the work is to be done. ln situation where the worker possesses. " 
commensurate or superior skill and knowledge as in professionals, the test is inadequate_48 

~ 

•• -r 

In Performing Rights Society Ltd. v. Mitchell and Booker Ltd. "9 the defendants were sued f~r 
the breach of copyright by a jazz band whose liability depended on the band members being 
their employees, which they alleged lo be. The judge concluded that the task involved. the 
freedom given, the importance of the contract amount, the way it was going to be paid and 
lhe powers of dismissal all play a critical role in dete1mining the status of an employee.50 

While it is the case that an independent contractor works for himself, but it is difftcult to 
dichotomise between his work and that of a contractor. The independent contractor is usuall) 
"commissioned" to use his tools and skill and knowledge to execute the job. For a 
commissioned work to belong to the commissioner at first instance, it must be created in 
pursuance of the commission. In Appeal Corps Ltd. v. Cooper51it was held lhat the act of 
commissioning must come before the creation of the work, imposing an obligation to pay for 

"C,op :tr hnun NS ~nd Acrtha, I G, !'rincip/e~ o//mellect11nl l'rop,•rtv. Delhi. l:.1s1ern Dool- Co .• 201-1. P. J26·32J. 
''( I K80J G QIII> S30 
"(1~73)1 NMI I( $1!, 
11

Atttlagl111v Alade (1957} WNI R fl!,I 
uGolcl F.smc v C11u11ty Co111,c1/ ( l<J12) 2 All IR 217. 
''(192-1} I Kl.I 762 
5-0Go11/d ,, M1,111tt1 of /l'ar1111ml lm11r111"·1• { I 'JS I) I Kil 7 3 I 
11 (1993) FSR 286. 
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, 1 . here an independent contractor is 
. . 'I I .. • 1cnns is t ,01 w th . . lhc \\l)rk. pri0r hl 11s c1i;-,111lm, \\ 1111 I us 1 : · lt'ng pursuance lo e comm Iss1oncct 

• · • 111011 rcSU I h l th i;-ommissit,nl·ll to pc1 fNm n _11,h, any 1nvci tor It is not the case t a ere must be 
. . I t the contrac , t "ork. bdl,ngs w thl' l'lllllll11SSI011CI nm no here there is an agreement o pay for a 

subsi-.ll'IKc' i,f ,111 i;-mpl<')Cr employee status Also, w alleging that it was created under 
. . l'k d by the person, . . d 

dt·:-icn I'll'\ isil,n:tl upon 1t being I c . h' th provisions of comm1ss1onc work as 
~ · f: 11 wit 111 e commis:-•l'" "111 not make the design lo a 

\\a, hd,I 111 .\~1/i•s ,. S11·omgber/1 

. t the 1·ssue of ownership of intellectual 
· · d'mens1on o Om· otha aspect that has an interesting 1 . 

1 
. . that of academic research endeavour 

pn,pert) ri!;ht .irising from employment relations 11~:i,'5loyees of the various universities they 
his ('Ommon knowledge that lecturers ar~ m0st1Y• 

1
? d research, in the course of these 

wmk in. P11marily. a lecturcr's_work <:ons•st.5 ofte~c ~:~::Ue of ownership could arise. It i; 
n kcturcr could come forth with an inventt0n an t bl' t' n as a result of his teaching and 
nlso possible for a lecturer to write a book or ?ther pu •ta to t The patent or copyright in 
n:sc:irch in the umversity in the course. of h~s/her empl oy~e:~y rights regulatory statutes 
su~h a work as a rule under the various mtellectua P P . 

" · '. · h · n th.is case 1s the lecturer and not the 
discussed above, resides 111 the statutory inventor, W o 1 _ . . 
, • · · Th' · d ·t the employer employee relat1onsh1p. Once a lecturer fulfils his 
,um\ ers1ty. 1s 1s so esp1 e · . . . 
obli!!ation of research and teaching, whatever outcome, 1~ for~ of an invention, a book 
\Hit;en. cannot belong to the university as the ownership resides m the pers~n w~o wrote ~he 
book or made lhe discovery. ln fact, it has become a norm not to see any university asserting 
O\\ nership over such intellectual rights of their staff but to rathe~ encourage the_m to d~ more 
as the glory finally goes co the university in form of goodwill and reputation while the 
pecuniary benefits goes to the concern staff. 
• 

The above notwithstanding, it is doubtful, whether where a university commissioned its 
lecturers to write a book, for instance a book of readings for its students, the staff can lay 
claim to the copyright ownership in the book. It such a situation, ab initio, it is obvious that it 
is at the instance of the university that the book was written and not the lecturer (s) who 
actually wrote it. Such commissioned work, its ownership will reside with the commissioner 
howe\er, the employees who undertook the task of writing the book, would be entitled to 
commission for their intellectual efforts. A seemingly hazy issue, is where a university builds 
a laboratory, provides funds and materials for research wherein an invention is made, 
considering the resources expended, would such an invention belong to the inventor or the 
institution? Or consider the position of those employed to engaged in intellectual activilies in 
research institutes where inventions are lhe expected outcome would such be owned by the 
resear_chcr ~r the institu~c? In these ~cenarios, the lecturers/in

1

ventors have always been the 
ones m which ownership, ~hcthe~ in f~rm of copyright or patent resides as a means of 
encouragement of scholarship._ Aside this, the provisions of both the Copyrights Act a?d 
Patent an~ Designs ~ct. pcrm1~s the statutory inventors to be the owners unless otherwise 
stated which the case in academics is never 

51 (2006) FSR 89. 
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C clusion and Recommendations 

s. on c ,t contract, creates right and obligations between the parties. As the employee mploym • . . 'bl ,, 
An c h work of the employer, it is poss, e •Or creativity to come forth through the 1tcs t e · · 11 f · b 
eseci . Such an invcnt1on, 1s usua Y O economic enetit to the employee as well as the 
invcnuons.Whcrc this happens, the issue o·~ its ow1~ership comes forth. At common law, the 
eniploycr. l •s that whatever the employee invents 111 the course of his employment, which is 
gencrnl ndl c 

I 

the employment, belongs to the employer. However, where the invention is , ·etc to d d f h d 
conoc cctcd to the employment an was ma c out o t e employee's spare time, it is ow~c 
uncoon 1 •cc. This position seems to place labour at the altar of capital and remuneration 
\l) 

th
e e~pl O)ge of creativity. Nigeria, by her colonial history, adopted this common position th
e cxc ,an · · d d · · h · II I as . h been modified by Vanous post 111 epen en( statutes dealing Wit mte ecwa 

but some . ~s The need for clarity on the subject of ownership of intellectual property n~~l 
property ng ,t. mphasised, an invention is capable of radically transforming the fin~nc1al · 
cannot bef overe ployer or the employee, where its ownership is not clearly stated !n the 
fortune 

O 
fan emloyment like other terms and condition, this could lead to avoidable 

tract 
O 

emp ' ·11· f h I · I · co~ ble of upsetting the tranqu1 1ty o t e re at1ons lip. ocnmony capa 

ded that in order to ensure that conflict of ownership is minimized in 
It is therefore recomn~~nree's creativity pays off, every employer should adopt an intellectual 
the event that an ~mp h) . . th . ssuc of ownership is clearly spelt out just as the terms and roperty right policy w erem e • 
p d. . of the employment. . . con 1uons 

' . 
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